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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe exam ner’s final rejection of clains 1, 5 through 9,
12 through 33, and 36, which are all of the clains pending in
this application. Cains 23 and 30 were anended and cl ains 34

and 35 were cancel ed subsequent to the final Ofice action in



Appeal No. 1997-2209
Application No. 08/179, 196

the “Second Response to Final Ofice Action” filed Septenber
16, 1996 (Paper No. 18), which the exam ner entered.

The subject matter on appeal is directed to a positive
phot or esi st conposition which includes: (i) a copolynmer of p-
vi nyl phenol , p-t-butoxycarbonyl oxystyrene, and styrene, which
satisfy the relative ratio limtations recited in appeal ed
claim1l; (ii) a dissolution inhibitor of formula [I1] as
recited in appealed claim1; and (iii) a photo-induced acid
precursor (brief, page 3). This appeal ed subject matter is
adequately illustrated by independent claim 1, which reads as
fol |l ows:

1. A positive photoresist conposition conprising an

al kal i -soluble resin
conta Ry R i ning a copol yner of
p- CH3 3 Rg vi nyl phenol , p-t-
but ox R, | ycar bonyl oxyst yrene
and styrene; a

di sso O O (1) 4tion inhibitor; and
a . \h ‘ phot o-i nduced aci d
precu R3 I AN Rs 6 rsor, wherein the
nunbe CH3 CH r of p-vinyl phenol
(m, Ry the nunmber of p-t-
but ox ycar bonyl oxyst yrene

(p), and the nunber of styrene (n) satisfy the follow ng
condi ti ons:
(m+ p):n =from50:50 to 95:5 and
p:(m+ p) = from1:50 to 45:50; and
wherein said dissolution inhibitor is a conpound
represented by the following forrmula (I1):
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wherein R, to R, each represents a nmenber selected fromthe

group consi sting of
but oxycar bonyl oxy gr
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| east one of RR to R, is a t-butoxycarbonyl oxy group.
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The grounds of rejection for our review in this appeal
are as follows:

(1) dainms 17, 23, 26, 31 and 32 stand rejected under the
second paragraph of 35 U.S.C. § 112 as indefinite;?

(2) Gaims 1, 5-9, 12, 13, 15, 16, 18-33, and 36 stand
rejected under 35 U. S.C. 8§ 103 as unpatentable over Urano in

view of Sinta and Miurata, and further in view of Yamanaka; and

(3) ainms 14 and 17 stand rejected under 35 U.S.C. § 103
as unpatentable over Urano in view of Sinta and Murata and
further in view of Yamanaka, as applied to clainms 1, 5-9, 12,
13, 15, 16, 18-33 and 36, and further in view of Ueda.

We have carefully reviewed the entire record, including
the specification, the clainms, the applied prior art
references, and all of the argunents advanced by both parties.

As a consequence of our review, we are constrained to reverse

2 The exam ner withdrew the rejection under 35 U.S. C
8§ 112, second paragraph, of claim 23 for |acking proper
ant ecedent basis for the phrase “RY is an al kyl group” and
claim 30 for being dependent on canceled claim4. |In
addi tion, the exam ner withdrew the objection and rejection
under the first paragraph of 35 U S.C. §8 112 set forth in
par agraphs 18 and 19 of the final O fice action (answer, page
3).
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all of the aforenentioned rejections. Qur reasons are set
forth bel ow

We consider first the examner’s rejection under the
second paragraph of 35 U.S.C. § 112. According to the
examner, clains 17, 23 and 26 are allegedly indefinite
because definitions for the phrases “a | ower al koxy group” in
claim17, “a |lower al koxy group” in claim23, “a | ower alkyl
group” in claim26, and “a | ower al koxy group” in claim?26 are
not included in the specification. The exam ner has taken the
position that these phrases do not have fixed neanings in the
art, as evidenced by Sinta (colum 7, line 54; colum 9, I|ines
50 and 51) and Urano (colum 2, lines 65 and 66; colum 7,
line 20), and that in the absence of a standard for
ascertaining the limting nunber of carbon atons for each of
t hese phrases, one of ordinary skill in the art would not
reasonably be apprised of the scope of the clained invention
(answer, page 10). Additionally, the exam ner states that
clainms 31 and 32 are indefinite because the basis for the
wei ght percentages is not clear (answer, page 10). On the
ot her hand, the appellants submt that the criticized terns at
issue in clains 17, 23 and 26 woul d “reasonably be under st ood

5
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by one skilled in the art and do not thensel ves render the
clainms indefinite” (brief, page 5). Further, with respect to
clains 31 and 32, the appellants argue that the “nobst
reasonabl e basi s understandable fromthe application is in
fact the basis of total weight of the conposition” (brief,
page 6). W disagree with the exam ner’s concl usi ons.

The exam ner bears the initial burden of presenting a
prima facie case of unpatentability, whether it be based on
prior art or on any other ground. 1In re Cetiker, 977 F.2d
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). The |ega
standard for definiteness is whether a clai mreasonably
apprises those of skill in the art of its scope. See Angen
Inc. v. Chugai Pharnmaceutical Co. Ltd., 927 F.2d 1200, 1217,
18 UsSP@@2d 1016, 1030 (Fed. GCr.), cert. denied sub nom,
Cenetics Inst., Inc. v. Angen, Inc., 112 S.C. 169
(1991) (citing Shatterproof dass Corp. v. Libby-Onens Ford

Co., 758 F.2d 613, 624, 225 USPQ 634, 641 (Fed. Cr. 1985)).

Here, the exam ner has not provided evidence that one

skilled in the relevant art would consider the term “l ower
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al kyl” or “lower al koxy” in the present context to be
indefinite on its face. Nor has the exam ner shown that one
skilled in the relevant art woul d be unable to determ ne,
given the witten description found in the present
specification, what | ower al koxy or |ower alkyl groups would
be covered by appealed clains 17, 23 and 26. In our view, the
various carbon nunber limts for the term*“lower alkyl” in
Sinta and Urano have little bearing on the neaning of “Ilower
al kyl” as used in the present specification, because the prior
art references describe these [imts in contexts which are
different fromthe present application. Watever the reasons
may be, Sinta and Urano elected to place further limtations
on, or to describe a preferred enbodinent for, the term*“I| ower
al kyl.” These further limtations or preferred enbodinment in
the prior art references do not prove that one skilled in the
rel evant art woul d have considered the term*“lower al kyl” or
“l ower al koxy” to be indefinite in the context of the present
application. To the contrary, it seens to us that these
further limtations or preferred enbodi nent described in the
prior art references mght clarify, rather than confuse, what
specific al kyl groups would definitely be considered as “I| ower

7
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al kyl” groups in the appealed clains. In the clains on
appeal, the “lower alkyl” and “I ower al koxy” groups are parts
of the photo-induced acid precursor conpound, which is
described in detail starting at page 5, line 7 of the
specification. The appellants do not place any particul ar
criticality on the maxi num nunber of carbon atons for the
“l ower al kyl group” or the “lower al koxy group.” Since the
appel  ants have not indicated any upper limts of carbon
nunbers for the terns “lower alkyl” and “lower al koxy,” the
| ogi cal conclusion would be that these terns are to be given
their broadest reasonabl e neani ngs as woul d be understood by
one skilled in the relevant art. See, e.g., Inre Mrris, 127
F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. G r. 1997).
Regarding clainms 31 and 32, we agree with the appellants
that, based on a reasonable reading of the specification (page
13, lines 5-21), the total weight of the positive photoresist
conposition can be the only possible basis for the specified
wei ght percentages. For if a different basis was intended,
t he appel l ants woul d have specified such a different basis, as

in Miurata or Urano.
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Accordi ngly, we cannot sustain the exam ner’s rejection

of clainms 17, 23, 26, 31, and 32 under the second paragraph of
35 U S C § 112.

We next turn to the 8 103 rejections. U ano discloses a
resist material conprising: (a) a polynmer having a nononer
unit having a functional group which becones al kali-sol ubl e by
chem cal change with heating under an atnosphere of an acid
generated from a photosensitive conpound when exposed to
light, a nononer unit having a phenolic hydroxyl group, and,
if necessary, a third nonomer unit; (b) a photosensitive
conpound having high transmttance for light of near 248.4 nm
and capabl e of generating an acid by exposure to |ight or by
irradiation (photoacid generator); and (c) a solvent for
conmponents (a) and (b)(colum 3, lines 19-34). Wth respect
to Urano’s polynmer (a) and the relative conmononer ratios, ten
variables (R, R, R, R, R, R, R, k', p’, and n) are present
for “picking and choosing” (colum 2, line 40 to colum 3,
line 8. The use of styrene as a third nonomer is never
expressly nentioned (colum 3, lines 54-60), nuch less a
copol yner having all three types of nononers in the specific
nolar ratios as recited in the appeal ed cl ai ns.

9



Appeal No. 1997-2209
Application No. 08/179, 196

Thus, in conparing Uano agai nst the subject matter of
appealed claim1, we find that Urano fails to specifically
di scl ose the appellants’ clainmed copol yner having the sanme
conononers in the precise clained nolar ratios and fails to
di scl ose or suggest the use of a dissolution inhibitor having
formula (11) as specified in appealed claim1. To renedy the
deficiencies of Urano, the exam ner relies on Mirata, Sinta
and Yamanaka. However, we find that the conbi ned teachi ngs of

the prior art references fail to establish a prima facie case

of obvi ousness within the nmeaning of 35 U . S.C. § 103.

As pointed out by the appellants (brief, page 12), Mirata
and Sinta fail to disclose or suggest the appellants’ clained
copol ymer and the dissolution inhibitor having forrmula (I1).
Therefore, it is not apparent to us how these prior art
references remedy the deficiencies of Urano.

Wth respect to Yamanaka, this prior art reference
di scl oses a positive type light-sensitive conposition
conprising: (a) a resin which is insoluble in water and
soluble in an al kali ne agueous sol ution; (b) a conpound which
generates acid by irradiation with active rays or radial rays;
and (c) an acid deconposabl e di ssolution inhibitor having a

10
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nmol ecul ar wei ght of not nore than 3,000 and havi ng groups
deconposabl e by the action of the generated acid to increase
the solubility of said inhibitor in an al kaline devel opi ng
solution, wherein said inhibitor (c) is at |east one conpound
selected fromthe group consisting of (i) conmpounds having two
of said acid deconposabl e groups which are separated by 10 or
nor e bonded at ons excluding the atons constituting the acid
deconposabl e groups or (ii) conpounds having at |east three of
sai d acid deconposabl e groups, and two of said groups which
are at the farthest positions are separated by 9 or nore
bonded atonms excluding the atons constituting the acid
deconposabl e groups (page 3, lines 22-33). Although the
examner is correct in stating that Yamanaka' s di ssol ution
i nhi bitor conmpound 35 (page 25) falls within the scope of
appeal ed claim 1, Yamanaka al so descri bes a | arge nunber of
ot her distinct conmpounds as being suitable dissolution
inhibitors. Further, Yamanaka fails to disclose or suggest
t he sane copolyner as recited in appealed claim1l1, |let alone
the specific conmononer nolar ratios.

On the basis of these findings, we determne that a
significant anmount of ungui ded “picking and choosing” from

11
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nore than one prior art reference would have been necessary
for one of ordinary skill in the art to arrive at the
appel l ants’ cl ai med subject matter as recited in appeal ed
claim1. None of the applied prior art references provide any
t eachi ng, suggestion, or incentive to select the appellants’
cl ai med copol yner having specific conononer ratios from Urano
and then to conbine it with the appellants’ clained

di ssolution inhibitor having formula (11) fromthe numerous
conpounds di scl osed in Yanmanaka. At best, the references

m ght establish that it woul d have been “obvious to try”

vari ous conbi nati ons of known polynmers and di ssol ution
inhibitors, including the specific conbination recited in the
appealed clains. But this is insufficient to neet the | egal
standard under 35 U. S.C. 8 103 because obvi ousness cannot be
establ i shed by conbining the teachings of the prior art to
produce the clained invention, absent sone teaching,

suggestion, or incentive supporting the conbination. 1In re
CGeiger, 815 F.2d 686, 688, 2 USPQ2d 1276, 1278 (Fed. Cir
1987); ACS Hospital Systens, Inc. v. Mntefiore Hospital, 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. G r. 1984).

12
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Regar di ng Ueda, which was applied only against clains 14
and 17, this prior art reference discloses a positive
phot oresi st conposition conprising a dissolution inhibitor
wi thin the scope of the appealed clains (abstract). However,
Ueda does not discl ose or suggest the same polyner as recited
in the appellants’ clainms. Nor is there any notivation or
suggestion fromthe applied prior art references to use the
appel lants’ clained polynmer in Ueda or to use Ueda’ s
di ssolution inhibitor in a polymer systemas specified in the
appeal ed clainms. Therefore, Ueda |ikewise fails to renedy the
deficiencies of Urano.

On this record, we are constrained to reverse the
examner’s rejections under 35 U.S.C. § 103.

Since the remaining clains are all dependent clains, we
need not discuss them separately from appealed claim1. Al so,
we need not address the sufficiency of the conparative
experinments
presented in the declarations under 37 CFR 8§ 1. 132 of
Takeyama, because we have determ ned that the applied prior
art references fail to establish a prinma facie case of
obvi ousness.

13
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In sunmary, the examner’s rejection of clains 17, 23,
26, 31, and 32 under the second paragraph of 35 U S.C. § 112
is reversed. The examner’s rejection of clains 1, 5-9, 12,
13, 15, 16, 18-33 and 36 under 35 U.S.C. § 103 as unpatentable
over Urano in view of Sinta and Murata and further in view of
Yamanaka is reversed. The examiner’s rejection of clainms 14
and 17 under 35 U.S.C. 8§ 103 as unpatentable over Urano in
view of Sinta and Murata and further in view of Yanmanaka and
Ueda is al so reversed.

REVERSED

ROMULO H. DELMENDO
Adm ni strative Patent Judge

CHUNG K. PAK )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
TERRY J. OWENS ) APPEALS
Adm ni strative Patent Judge ) AND
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)

)

)
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